
United States Patent and Trademark Office 



ENtOFC 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Viiginia 22313-I4S0 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



I ATTORNEY DOCKET NO. [ CONFIRMATION NO 



10/085.046 



03/01/2002 



Kiyofiimi Sakaguchi 



5514 7590 06/08/2004 

FITZPATRICK CELLA harper & SCINTO 

30 rockefeller plaza 
new york, ny 10112 



03500.010530.5 



7805 



EXAMINER 



FOURSON III, GEORGE R 



ART UNIT 



PAPER NUMBER 



2823 

DATE MAILED: 06/08/2004 



Please find below and/or attached an Office commiinication concerning this application or proceeding. 



PTO 90C (Rev 10/03) 



OfficB Action SummBrv 


Application No. 

10/085,046 


Applicant(s) 

SAKAGUCHI ET AL 


Examin r 

George Fourson 


Art Unit 

2823 





~ Tho MAILING DATS of this communication app ars on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

• Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than tiiree months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )|3 Responsive to communicatlon(s) filed on 17 February 2004 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) n Since this application is in condition for allowance except for fomiai matters, prosecution as to the merits is 

closed in accordance with the practice under Ex pa/te Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 74-159 is/are pending in the application. 

4a) Of the above claim(s) 103,104,124-126,137-142 and 156 is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed, 

6) 0 Claim(s) is/are rejected. 

7) 13 Claim(s) 78,80,82.84,86.96,97.108,109.120,128,134-136.143,144 and 157-159 is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) Including the correction is required If the drawing(s) Is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or fomn PTO- 1 52. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (0- 
a)n All b)n Some * 0)0 None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) 13 Notice of References Cited (PTO-892) 4) D Interview Summary (PTO-4 1 3) 

2) □ Notice of Drafts person's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) J0Jnformation Disclosure Stalement(s) (PTO-14^9x)r PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-1 52) 
^Paper No(syMail Date ^_l^oZ j lo(^>f^^ 6) □ Other: 

U.S. Patent and Trademaric Office 

PTOL-326 (Rev. 1-04) Office Action Summary Part of Paper No./Mail Date 20040529 
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Applicants election of the method of group I and the species including separating the 
semiconductor film from the semiconductor substrate is acknowledged. Claims 74-1 02,1 05-1 23,1 27- 
136,143,144-155,157 and 158 are seen to read on or be generic to the elected invention. Claims 137-142 
are directed to devices and are thus non-elected. Claims 88-91,105,106,1 14,115,127,133,148,149 link 
species I and II. 

Claims 78,108,134,143,158 and 159 are objected to under 37 CFR 1.75 as being a substantial 
duplicate of claim 75. When two claims in an application are duplicates or else are so close in content that 
they both cover the same thing, despite a slight difference in wording, it is proper after allowing one claim to 
object to the other as being a substantial duplicate of the allowed claim. See MPEP § 706.03(k). 

Claims 109 and 144 are objected to under 37 CFR 1.75 as being a substantial duplicate of claim 
79. When two claims in an application are duplicates or else are so close in content that they both cover 
the same thing, despite a slight difference in wording, it is proper after allowing one claim to object to the 
other as being a substantial duplicate of the allowed claim. See MPEP § 706.03(k). 

Claims 128,135,136 and 157 are objected to under 37 CFR 1.75 as being a substantial duplicate of 
claim 76. When two claims in an application are duplicates or else are so close in content that they both 
cover the same thing, despite a slight difference in wording, it is proper after allowing one claim to object to 
the other as being a substantial duplicate of the allowed claim. See MPEP § 706.03(k). 
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Claim 82 is objected to under 37 CFR 1 J5(c), as being of improper dependent form for failing to 
further limit the subject matter of a previous claim. Applicant is required to cancel the claim(s), or amend 
the claim(s) to place the claim(s) in proper dependent form, or rewrite the claim(s) in independent form. 
Claim 82 appears to recite the step of anodization by definition which is required by claim 80. 

Claims 80,84,86,96,97 and 120 are objected to because of the following informalities: In claim 80, 
lines 9 and 10, it is unclear what steps result in formation of the "third porous layer"'. In claims 84 and 86, 
there is no clear antecedent basis for step because plural steps are previously recited. In claims 96 and 
97, it is unclear what is recited through use of "rigid" and flexible" and specifically what properties are 
recited in part because rigidity is not an intrinsic property of materials in that it depends in part on physical 
structure and temperature. Claims 82,83,85,87 are objected to due to dependency on above named 
claims. 

Appropriate con'ection is required. 

It is noted that the instant claims are of substantially the same scope of claims of U.S. Patents 
6326280 and 6426274. Therefor, interference proceedings are required to determine the patentability of 
the instant claims pending correction of the above matters. 

Any inquiry of a general nature or relating to the status of this application should be directed to the 
Group Receptionist whose telephone number is (571) 272-2800. See MPEP 203.08. 

Any inquiry concerning this communication or earlier communications from the examiner should be 
directed to examiner George Fourson whose telephone number is (571)272-1860. The examiner can 
normally be reached on Monday through Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Olik 
Chaudhuri, can be reached on (571)272-1855. The fax number for this group is (571)273-0224 and the 
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customer service number for group 2800 is 571-272-2815. 
htt p://www. uspto . go v/web/i nf 0/2800. htm . 



ates can be found at 




jrgefhourson 
Primary Examiner 
Art Unit 2823 



GFourson 
June 1,2004 



